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1)K Responsive to comnnunication(s) filed on 29 January 2007 . 
2a)\3 This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) K Claim(s) 1-6,8-10 and 13-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 1-6,8-10 and 13-20 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) \3 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: 3)0 accepted or b)n objected to by the Examiner 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawlng(s) is objected to. See 37 CFR 1.121(d). 

1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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Response to Amendment 

1. This action is in response to the amendment filed on January 29, 2007. Claims 

1. 5, 6, 8-10, 13 and 14 have been amended. Claims 7, 11 and 12 have been 
cancelled. 1-6, 8-10 and 13-20 are pending examination. 

2. Amendment to claims filed on January 29, 2007 does not comply with the 37 
CFR 1.121 rules, which applies to amendments filed on or after July 30, 2003. The rule 
states with respect to currently amended: Claim being amended and which is not 
withdrawn in the current amendment must include markings (strikethrough, double 
brackets, or underlining) to indicate changes. In particular applicant amended claim 1 to 
include the limitation "associating the unique identifier of the tag with customer 
information stored in a computer system in association with said group of prescription 
orders", this limitation is suppose to be underlined. For future references applicant is 
reminded to comply with 37 CFR 1.121 rule when amending the claims. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it. in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1-6 and 8-20 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter, 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 
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In claim 1. the combination of the following steps: (1) grouping said plurality of 
prescription orders together in a common carrier, (2) automatically and electronically 
bundling said plurality of prescription orders from the customer together so as to allow 
them to be identified with the customer, and (3) automatically detecting the prescription 
orders at the at least one location by sensing the at least one identifying tag attached to 
the common carrier; are not supported by the original specification. 
In claim 5, the combination of the following elements: (1) means for grouping the 
plurality of prescription orders into a common carrier, (2) means for automatically and 
electronically bundling the plurality of prescription orders from a customer together so 
as to allow them to be identified with the customer, and (3) said first tag reader able to 
automatically detect the presence of said tag. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-6, 8-10, and 13-19 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Denenberg US Pat. No. (6,464,142), in view of Mccullough et al., US 
Pat.No. (5,974,393), in further view of Markman US Pat. No. (5,794,213), in further view 
of Engellenner US Pat. NO. (6,057,756) cited in applicants specification as discussed in 
the previous office action. Further; 
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Denenberg fails to teach a tag having a unique identifier that is readable by a tag 
reader in proximity to the tag regardless of its orientation relative to the tag reader. 

However Engellenner discloses an electromagnetic tag and tag reader (see col.7 
lines 40-65, figure 1) for locating items. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to employ the tag and tag reader of 
Engellenner in Denenberg et al., because the tag reader of Engellenner can interrogate 
a larger spatial region. 

Although Denenberg et a!., teaches grouping a plurality of prescription orders 
together in a common carrier (see for example the bag Fig. 5B; and col. 10, lines 54- 
67). Denenberg fails to implicitly teach associating the unique identifier of the tag with 
customer information stored in a computer system in association with said group of 
prescription orders. 

However, Markman teaches reforming grouped items that comprises the step of 
automatically and electronically bundling orders from a customer together and 
associates a unique identifier of the tag with customer information (see for example 
col. 2 lines 52-67, and col.6 line 65-col.7 line 8). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to employ the teachings of 
Markman with the invention of Denenberg to automatically and electronically bundle 
orders from a customer together and associate a unique identifier of the tag with 
customer information to easily and efficiently identify the items of each customer. 
7. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Denenberg et al., Mccullough et al, Markman, and Engellenner et al as applied to claim 
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19 above, and further in view of Yehuda. Denenberg et a!., Mccullough et al, Markman, 
and Engellenner et al teach all of the limitation of the claim except for a display of 
estimated completion. Yehuda discloses a display (16) that shows an estimated time 
until completion (see col. 4, lines 44-64). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to employ the teachings of Yehuda 
with the combination of Denenberg et al., Mccullough et al, Markman, and Engellenner 
et al. to help the customer quickly complete his transaction. 

Response to Arguments 
8. Applicant's arguments have been fully considered but they are not persuasive. 

In particular the applicant argues, A) Regarding the 112 1^' rejection, applicants 
states that the elements of claims 1 and 5 are discussed at length throughout the 
specification; Elements B) No teaching or suggestion to group the plurality of 
prescription orders together in a common carrier and to electronically bundle a plurality 
of prescription orders from the same customer together using the common carrier; C) 
Denenberg teaches away from automatic tracking of prescription orders; D) Applicant 
contends that there is no motivation to combine Denenberg et al and Mccullough et al. 

In response to A) Claim 1 line 14 states, "automatically detecting ...attached to 
the common carrier" and claim 5 lines 8 and 11 state "automatically and 
electronically bundling . ' "automatically detect the presence of said tag..." these 
limitations are not described in the specification (page 10 line 12-page 11 line 28 as 
pointed out by applicant) in such a way as to reasonably convey to one skilled in the 
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relevant art that the inventor(s), at the time the application was filed, had possession of 
claimed invention. Therefore, the examiner maintains the 1 12 1®* rejection. 

In response to B) Denenberg et al., teaches grouping a plurality of prescription 
orders together in a common carrier (see for example the bag Fig. 5B; and col. 10, lines 
54-67). In addition Markman teaches a method and apparatus for reforming grouped 
items that comprises the step of automatically and electronically bundling orders from a 
customer together and to associated the grouped orders with the identified customer, 
(see col. 2 lines 52-67, and col.6 line 65-col.7 line 8). Therefore, in view of the above 
evidence the combination of Markman and Denenberg et al., still meet the scope of 
claimed limitations as currently claimed. 

In response to C) The Examiner reminds applicant that "automatic tracking" is not 
specifically claimed. "Automatically detecting" is claimed and this limitation is well 
known in the art, as taught by modifying Denenberg in view of Engellenner to include an 
electromagnetic tag instead of a bar code type tag, would have been within the level of 
ordinary skill. 

In response to D) applicants argument that there is no suggestion to combine 
the references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, it would be 
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extremely advantageous to incorporate the teachings of Mccullough et al., into the 
discloser of Denenberg et al to make the system more efficient. Assigning a unique 
identification to the prescription, which is used to locate, the customers order and notify 
the customer of the order status (see Mccullough et al, col. 3 lines 31-38, and col. 6 line 
53-COI.7 line 25), one will be able to retrieve the prescription for the customer as quickly 
as possible. Therefore, in view of the above evidence, Mccullough and Denenberg et 
al., still meet the scope of the limitations as currently claimed. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mussa A. Shaawat whose telephone number is 571- 
272-2945. The examiner can normally be reached on Mon-Fri (8am-5: 30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Florian Zeender can be reached on 571-272-6790. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Mussa Shaawat 
Patent Examiner 
April 09, 2007 




